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DETAILED ACTION 
DETAILED ACTION 
Response to Amendment 

1. This action is responsive to an amendment filed on 05/05/04. Claims 1-15 and 23- 
28 are pending. Claims 16-22 have been cancelled. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-15 and 23-28 been fully 
considered but are moot in view of the new ground(s) of rejection which is deemed 
appropriate to address all of the needs at this time. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 351(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

4. Claims 23-26 are rejected under 35 U.S.C. 102(e) as being anticipated by Cox et 
al. (U.S. Patent No. 6,256,515). 

Regarding claim 23, Cox teaches in response to a communication request from a 
contact, referring to a directory of records, each record comprising data of a contact, to 
determine whether or not a connection with the contact is approved (i.e., permitted) 
(abstract; col.3, lines 5-37, col.4, lines 42-62, col.7, lines 16-25). 
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Cox further teaches connecting a communication from the contact if the 
connection is approved (i.e., permitted), and discarding the communication from the 
contact if the connection is not approved (abstract; col. 3, lines 5-37, col. 4, lines 42-62). 

Regarding claim 24, Cox teaches that each record comprises a phone number 
(abstract; col.3, lines 5-37, col.4, lines 42-49). 

Regarding claim 24, Cox teaches that communication request is a p[hone call from 
a contact (abstract; col.3, lines 5-37, col.4, lines 42-49). 

Regarding claim 25, Cox teaches that the communication request is an e-mail 
address from a contact (col.9, lines 21-26). 

5. Claims 27 and 28 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Weinman, Jr. (U.S. Patent No. 6,658,455). 

Regarding claim 27, Weinman teaches inputting at least one record into a memory 
(i.e., storage unit) in a cellular telephone (i.e., mobile phone) (col.4, lines 30-49, col. 5, 
lines 33-35, col.8, lines 19-37, col.9, lines 32-50, col. 13, lines 60-65). 

Weinman further teaches transmitting, via an antenna in the mobile phone, the 
records stored in the memory of the cellular phone to a single personal directory list 
(PDL) (i.e., directory server) in a communication control network (col.9, lines 32-50). 
(Note: antenna is inherent) 

Weinman further teaches updating the records to the single personal directory list 
(PDL) (i.e., telephone directory server) thereby creating a subset (i.e., replica directory or 
records) (col.4, lines 30-49, col.9, lines 32-50). 

Regarding claim 28, Weinman teaches instructing, via a cellular telephone (i.e., 
mobile phone), a single personal directory list (PDL) (i.e., directory server), in which a 
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directory of records is stored, to restore the directory of records in the cellular telephone 
(col.4, lines 30-49, col.5, lines 33-35, col.8, lines 19-37, col.9, lines 32-50, col. 13, lines 
60-65). 

Weinman further teaches retrieving the directory of records from the single 
personal directory list (PDL) (i.e., telephone directory server) (col. 16, lines 48-55, col. 17, 
lines 5-8). 

Weinman further teaches transmitting, the retrieved directory of records to the 
cellular telephone (col.9, lines 32-50, col. 17, lines 5-8). 

Weinman further teaches uploading the transmitted directory of records to a 
memory (storage unit) in the cellular telephone (col.4, lines 20-24, 30-49, col. 13, lines 
60-65). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1, 2, 5, 6, 8, 12, 14 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fujii et al. (International Pub. No. GB 2251357) and in view of Cox et 
al. (U.S. Patent No. 6,256,515). 

Regarding claim 1, Fujii teaches a radiotelephone terminal unit 31 (i.e., mobile 
phone) (fig. 2). 
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Fujii further teaches an external device 43 (i.e., directory server) remote from the 
radiotelephone terminal unit 31 (fig.2). (Note: the external device has storage unit which 
stores subscriber information, therefore, it is a directory server) 

Fujii teaches a storage unit which stores subscriber information (i.e., a directory 
of records), each information (i.e., record) comprising data of a telephone number, a 
name and an address (i.e., contact) (abstract; fig.4; page 8, lines 26, 27, page 9, lines 1-9). 

However, Fujii fails to teach "a communication control unit which refers to the 
directory to determine whether or not a requested connection of a contact to said mobile 
phone is permitted, and which transmits a response indicative of permission or non- 
permission of the connection". Cox teaches a communication control unit which refers to 
the directory to determine whether or not a requested connection of a contact to the 
mobile phone is permitted, and which transmits a response indicative of approved or not 
approved (i.e., permission or non-permission) of the connection (abstract; col. 3, lines 5- 
37, col.4, lines 42-62). Thus, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to modify Fujii to allow a communication control unit 
which refers to the directory to determine whether or not a requested connection of a 
contact to the mobile phone is permitted, and which transmits a response indicative of 
permission or non-permission of the connection as taught by Cox. The motivation for the 
modification is to have doing so in order to establish a communication link between two 
parties. 

Regarding claim 2, Fujii teaches a storage unit which stores the directory of 
records, each record contains at least a name, a phone number or an address (i.e., e-mail 
address) of a contact, such that the directory of records stored in the directory server is a 
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replica of the directory of records stored in the mobile phone (abstract; fig.4; page 8, lines 
26, 27, page 9, lines 1-9). 

Fujii further teaches an operation section which generates a recalling instruction 
(i.e., upload instruction) in response to an operation by a user of the mobile phone 
(abstract; fig. 17; page 12, lines 1-19). 

Fujii further teaches a transmitting section which transmits the subscriber 
information (i.e., directory of records) from the radiotelephone terminal unit to the 
external device (i.e., directory server) in response to the upload instruction such that the 
subscriber information of the radiotelephone terminal unit is stored in the external device 
as a replica subscriber information (fig. 17; page 12, lines 1-19, page 13, lines 9-13). 

Regarding claims 5 and 15 are rejected for the same reasons as discussed above 
with respect to claims 1 and 2. 

Regarding claim 6 is rejected for the same reasons as discussed above with respect 
to claim 1. Furthermore, Fujii teaches the requested communication is a phone call, and 
each record, stored in the directory of records of the external device, comprises a phone 
number of a contact and a non-permission flag, which is set when a phone call from the 
corresponding contact should not be connected and which is reset when a phone call from 
the corresponding contact should be connected (page 12, lines 1-19). 

Regarding claims 8 and 12 are rejected for the same reasons as discussed above 
with respect to claims 1 and 2. 

8. Claim 3, 4, 9, 10 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fujii et al. (International Pub. No. GB 2251357) and in view of Cox et 



Application/Control Number: 09/922,739 ~ Page 7 

Art Unit: 2645 

al. (U.S. Patent No. 6,256,515) and further in view of Weinman, Jr. (U.S. Patent No. 
6,658,455). 

Regarding claims 3, 9 and 13, Fujii teaches subscriber information (i.e., the group 
of records of the directory data) of the radiotelephone terminal unit includes edit flag 
(page 12, lines 1-19). 

Fujii teaches the radiotelephone terminal unit further comprises a keypad (i.e., 
editing section) which edits subscriber information (i.e., the group of records) including 
the edit flag in response to an operation by the user (page 12, lines 1-19). 

Fujii further teaches a transmitting section of the radiotelephone terminal unit 
which transmits the subscriber information (i.e., the records of the groups including the 
edit flags of the directory data) to the external device (i.e., directory server) in response to 
the recalling instruction (i.e., upload instruction) such that the subscriber information 
(i.e., group of records) is including the edit flags is stored as part of the replica subscriber 
information in the external device (fig. 17; page 12, lines 1-19, page 13, lines 9-13). 

However, Fujii in view of Cox fails to teach "edit flag". Weinman teaches voice 
print tag (i.e., edit flag) (col.8, lines 55-59). Thus, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify Fujii in view of Cox 
to allow edit flag as taught by Weinman. The motivation for the modification is to have 
doing so in order to edit the corresponding information in future. 

Regarding claims 4, 10 and 14, Fujii teaches that the number of records in each 
group is inherently one (page 8, lines 26, 27, page 9, lines 1-3). 
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9. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fujii et al. 
(International Pub. No. GB 2251357) and in view of Cox et al. (U.S. Patent No. 
6,256,515) and further in view of Henry et al. (International Pub. No. WO 99/65256). 

Regarding claim 7 is rejected for the same reasons as discussed above with 
respect to claim 6. Furthermore, Fujii in view of Cox fails to teach that a mail server 
delivers said e-mail to said mobile phone. Henry teaches that an e-mail forwarding 
system (i.e., mail server) delivers the e-mail to the mobile phone (abstract; page 5, lines 
21-26). Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Fujii in view of Cox to allow a mail server delivering the 
e-mail to the mobile phone as taught by Henry. The motivation for the modification is to 
have doing so in order to answer the inbound call as well as make outbound call to the 
user. 

10. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fujii et al. 
(International Pub. No. GB 2251357) and in view of Cox et al. (U.S. Patent No. 
6,256,515) and further in view of Beach (U.S. Pub. No. 2001/0055283). 

Regarding claim 11 is rejected for the same reasons as discussed above with 
respect to claim 5. Furthermore, Fujii in view of Cox fails to teach "operation section 
generates a download instruction in response to an operation by a user of said mobile 
phone, and said transmitting section transmits said download instruction to said external 
unit". Evans teaches that the operation section generates a download instruction in 
response to an operation by a user of the mobile phone, and the transmitting section 
transmits the download instruction to the external unit (abstract; fig.4; page 2, paragraph 
0023). Thus, it would have been obvious to one of ordinary skill in the art at the time the 
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invention was made to modify Fujii in view of Cox to allow the operation section 
generating a download instruction in response to an operation by a user of the mobile 
phone, and the transmitting section transmits the download instruction to the external unit 
as taught by Evans. The motivation for the modification is to have doing so in order to 
send and receive messages using radio module. 

Conclusion 

11. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Nordeman (U.S. Patent No. 6,134,450) teach Method of 
initializing a mobile communication device for making a dispatch call. 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 




1 
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13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Md S Elahee whose telephone number is (703) 305-4822. 
The examiner can normally be reached on Mon to Fri from 8:30am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (703) 305-4895. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



MD SHAFIUL AL AM ELAHEE 
July 11,2004 



FAN TSANG 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 




